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DETAILED ACTION 

Prosecution Reopened 

1 . In view of the appeal brief filed on 1 5 December 2004. PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have 
been increased since they were previously paid, then appellant must pay the difference 
between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 38-46 and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lumish et al. ("Lumish") (US Patent No. 6466341) in view of Lee (US Patent No. 5917626). 

Regarding claim 38, Lumish discloses an add/drop apparatus, comprising: a channel 
selector configured to receive a plurality of channels that include a first channel and a second 
channel, the channel selector being configured to transmit the first channel to an add/drop node 
and the second channel to an output node when in a first channel mode (fig. 2 and col. 5, lines 
25-43); and a switch configured to receive a plurality of optical channels and to direct the optical 
channels such that the optical channels are received by the channel selector or such that the 
optical channels bypass the channel selector and are received at the output node (figs. 1a and 
1b and col. 4, line 45 to col. 6, line 24), an optical path along which the channel travels from the 
switch to the channel selector being exclusive of an optical path from the channel selector to the 
add/drop node and also exclusive of an optical path from the channel selector to the output 
node (figs, la and lb). Lumish discloses WDM filtering and that the filters of the channel 
selector are thin-film filters, but does not disclose the channel selector being further configured 
to transmit the second channel to the add/drop node and the first channel to the output node 
when in a second channel mode. Lee discloses tunable thin-film filters for WDM filtering (figs. 
4a and 4c and col, 5, line 51 to col. 6, line 18 and col. 6, lines 27-29). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use one of more of the 
tunable thin-film filters of Lee in place of one or more of the fixed thin-film filters of Lumish, in 
order to provide the benefit of tunable add/drop for one or more of the WDM channels. 

Regarding claim 39, the combination of Lumish and Lee discloses the apparatus of claim 
38, wherein the channel selector is configured such that a bandwidth of a channel directed to 
the add/drop node can be tuned (Lee: figs. 4a and 4c and col. 5, line 51 to col. 6, line 18 and 
col. 6, lines 27-29). 
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Regarding claim 40, the combination of Lumish and Lee discloses the apparatus of claim 

39, wherein the channel selector includes a bandwidth tunable filter module comprising: a first 
optical filter element configured to divert a channel from a beam that includes a plurality of the 
channels, the first portion having a first bandwidth, and a second optical filter element 
configured to divert the channel from the beam such that the channel has a second bandwidth, 
that second bandwidth being different from the first bandwidth (Lumish: fig. 2 and col. 5, lines 
25-43). 

Regarding claim 41, the combination of Lumish and Lee discloses the apparatus of claim 

40. Lumish and Lee disclose moving a filter element when tuning (Lee: figs. 4a and 4c, 
elements r1 and r2), but do not individually disclose that the first optical filter element is 
arranged to move in conjunction with the second filter element. However, it would have been 
obvious to one of ordinary skill in the art at the time of the invention that once multiple channel 
selector filters in Lumish are made tunable in the combination, bypassing the filters during the 
tuning time would be mandatory to prevent data errors that would easily occur if channels were 
added or dropped during the tuning time, and that tuning plural filter elements would require that 
the elements be tuned (and thus moved) at the same time - while the filters are momentarily 
bypassed. 

Regarding claim 42, the combination of Lumish and Lee discloses the apparatus of claim 
40, further comprising: an adjustment mechanism configured to position the first and the second 
optical filter element relative to the beam in accordance with a desired optical bandwidth of a 
diverted signal (Lee: figs. 4a and 4c and col. 5, line 51 to col. 6, line 18 and col. 6, lines 27-29). 

Regarding claim 43, the combination of Lumish and Lee discloses the apparatus of claim 
42, wherein the adjustment mechanism is further configured to position the first and the second 
optical filter element relative to the light signal such that the channel selector transmits the 
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desired channel to the add/drop node (Lee: figs. 4a and 4c and col. 5, line 51 to col, 6, line 18 
and col. 6, lines 27-29). 

Regarding claim 44, the combination of Lumish and Lee discloses the apparatus of claim 
38, further comprising: a controller configured to operate the switch such that channels are 
directed to the output port when bypassing the filter (Lumish: figs, la and lb and col. 4, line 45 
to col. 6, line 24). Lumish and Lee do not individually disclose bypassing the filter when 
changing the apparatus between the first channel mode and the second channel mode; 
however, it would have been obvious to one of ordinary skill in the art at the time of the 
invention that once a channel selector filter in Lumish is made tunable in the combination, 
bypassing the filter during the tuning time would be mandatory to prevent data errors that would 
easily occur if channels were added or dropped during the tuning time. 

Regarding claim 45. the combination of Lumish and Lee discloses the apparatus of claim 
38, wherein: the channel selector is configured such that a first alternate optical channel 
traveling from the add/drop node to the channel selector travels from the channel selector to the 
output node when the channel selector is in the first channel mode (Lumish: fig. 1a, element 
lambda. 3.prime). 

Regarding claim 46, the combination of Lumish and Lee discloses the apparatus of claim 
45. wherein: the channel selector is configured such that when in the first channel mode, the 
first alternate channel is directed to the output node with a. different bandwidth than the first 
channel directed to the add/drop node (Lumish: fig. 2 and col. 5, lines 25-43, where the Lumish 
disclosure reads on an add wavelength being different than a drop wavelength). 

Regarding claim 50, the combination of Lumish and Lee discloses the apparatus of claim 
38. wherein the channel selector is configured to transmit a plurality of channels to the add/drop 
node when in the first channel mode (fig. 2 and col. 5, lines 25-43). 
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4. Claims 47-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lumish et 
al. ("Lumish") (US Patent No. 6466341) in view of Lee (US Patent No. 5917626) as applied to 
claims 38-46 and 50 above, and further in view of Hamel et al. ("Hamel") (US Patent No. 
5771112). 

Regarding claim 47, the combination of Lumish and Lee discloses he apparatus of claim 
38, and discloses add/drop for more than one channel, but does not disclose a second channel 
selector configured to receive the plurality of channels from the switch, the second channel 
selector configured to transmit one or more of the channels to the add/drop node. Hamel 
discloses an add-drop node with a multiple switched channel selectors configuration (fig. 1 and 
col. 3, line 36 to col. 4, line 13). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use the multiple switched channel selectors configuration of Hamel 
in place of the one channel selector configuration of the combination of Lumish and Lee, to 
provide the benefit of selecting between different channel selection options provided by different 
channel selectors. 

Regarding claim 48, the combination of Lumish, Lee and Hamel discloses the apparatus 
of claim 47, wherein one or more of the second channel selectors is a fixed channel selector 
(Hamel: fig. 1 and col. 3, line 36 to col. 4, line 13, where in the combination any channel selector 
can be tunable or fixed). 

Regarding claim 49, the combination of Lumish, Lee and Hamel discloses the apparatus 
of claim 47, further comprising: an optical channel coupler configured to receive channels from 
the channel selector and from the one or more second channel selectors and to direct the 
received channels to the output port (Hamel: fig. 1, element C2, as applicable in the 
combination). 
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Conclusion 



5. Any inquiry concerning this communication from the examiner should be directed to N. 
Curs whose telephone number is (571) 272-3028. The examiner can normally be reached on 
M-F (from 9 AM to 5 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan, can be reached at (571) 272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. Any inquiry of 
a general nature or relating to the status of this application or proceeding should be directed to 
the receptionist whose telephone number is (800) 786-9199. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pairdirect.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




